DOCUMENTS EXPEDITING 


86th Congress 
ist Session HOUSE COMMITTEE PRINT 


INTERNATIONAL PATENT AND 
TRADEMARK CONFERENCE 
LISBON, PORTUGAL 


OCTOBER 6-31, 1958 


MARCH 30, 1959 


UNITED STATES 


GOVERNMENT PRINTING OFFICE 
WASHINGTON : 1959 


== 
=i y ak 
Loe 
q 
4 
38793 


COMMITTEE ON THE JUDICIARY 
EMANUEL CELLER, New York, Chairman 


FRANCIS E, WALTER, Pennsylvania WILLIAM M. McCULLOOCG, Ohio 
THOMAS J. LANE, Massachusetts WILLIAM E. MILLER, New York 
MICHAEL A. FEIGHAN, Ohio RICHARD H. POFF, Virginia 
FRANK CHELF, Kentucky WILLIAM O. ORAMER, Florida 
_ EDWIN E. WILLIS, Louisiana ARCH A. MOORE, Jr., West Virginia 
PETER W. RODINO, Jr., New Jersey H. ALLEN SMITH, California 
E. L. FORRESTER, Georgia GEORGE MEADER, Michigan 
BYRON G. ROGERS, Colorado JOHN E, HENDERSON, Ohio 
HAROLD D. DONOHUE, Massachusetts JOHN V. LINDSAY, New York 
JACK BROOKS, Texas WILLIAM T. CAHILL, New Jersey 
WILLIAM M. TUCK, Virginia JOHN H. RAY, New York 


ROBERT T. ASHMORE, South Carolina 
JOHN DOWDY, Texas 
LESTER HOLTZMAN, New York 

, BASIL L. WHITENER, North Carolina 
ROLAND V. LIBONATI, Illinois 
J. CARLTON LOSER, Tennessee 
HERMAN TOLL, Pennsylvania 
ROBERT W. KASTENMEIER, Wisconsin 
GEORGE A. KASEM, California 


Bess E. Dick, Staff Director 

R. Foiry, General Counsel 
M. BESTERMAN, Legislative Assistant 
Watrer R. Les, Legislative Assistant 
CuHares J. Zinn, Law Revision Counsel 
F. BRICKFIELD, Counsel 


CONTENTS 


Patentability of chemical 

urisdiction of International 

Finanecs of Aaministrative Bureau... 5. 

Italian law and procedure on industrial inventions. 

Additional resolutions adopted by conference------...-...-.------ 


| 
| 
Bre 
| 


THE INTERNATIONAL PATENT AND TRADEMARK 
CONFERENCE LISBON, PORTUGAL, OCTOBER 1958 


INTRODUCTION 


Representative Roland V. Libonati, accompanied by Cyril F. 
Brickfield, counsel, attended, on behalf of the committee, a Con- 
ference of the International Convention for the Protection of Indus- 
trial property, held in Lisbon, Portugal, from October 6 to October 
31, 1958. Mr. Libonati’s report of the proceedings follows: 

The International Convention for the Protection of Industrial 
it ae deals with patents, trademarks, and related subjects, and was 
originally concluded in Paris in 1893. It has been revised in succes- 
sive conferences of revision which have been held in Brussels (1900), 
Washington (1910), The Hague (1925), and London (1934). The last 
revision of the convention was in 1934. There are 47 contracting 
countries to this convention.! All were invited to attend. Forty 
sent official delegates. Seven did not.? In addition, nine nonmem- 
ber countries * sent observers to the Conference as well as various 
intergovermental agencies.* The United States had an official dele- 
= headed by the Honorable Robert C. Watson, Commissioner of 

atents.° In addition, the Honorable Alexander Wiley, U.S. Senator 
from Wisconsin and myself attended as congressional adviser and 
observer, respectively, together with congressional staff observers.*® 
The U.S. delegation prepared itself in advance of the Lisbon Con- 
ference through a series of meetings of an advisory committee con- 
sisting of representatives of associations and organizations in the 
United States which are normally concerned in patents and trade- 
mark matters. In addition there was an interdepartmental com- 
mittee including representatives of internal-government agencies. As 
a result of these meetings, the State Department prepared a series of 
instructions for the quidenos and direction of the delegates while at 
the Conference. 

When the Conference convened on October 6, it was divided into 


five Working Committees: Patents, Trademarks, Designs, Indica~ 


tions of Origin and Unfair Competition, and General Provisions, re- 
spectively. There was also a Technical Committee on Drafting. 

hese Committees worked for the first 2% weeks of the Conference. 
At the end of this period, the delegates met as a Committee of the 
Whole to receive and act on the reports of the Working Committees 
containing suggested changes and recommendations. The Drafting 
Committee then put the work into text form and thereafter the last 
stage consisted of the Plenary Meeting of the Conference which took 
final action on the text of the amendments. 

The Conference was governed by a unanimous consent vote rule. 
In other words, no amendment of the Conference was adopted which 
was not unanimously agreed to by countries participating and voting, 
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2 INTERNATIONAL PATENT AND TRADEMARK CONFERENCE 


A review of what I consider were some of the important subjects 
taken up by the Conference follows. It may well be at the outset, 
however, to make a few general observations. 

Most of the amendments, which were of a clarifying nature or which 
consolidated and rearranged old text and provisions, were adopted. 
In addition, a revision was made of the basic articles of the convention 
on the right of priority (art. 4), the working of patents (art. 5), the 
registration of trademarks (art. 6 quinquies), the protection of well- 
known marks (art. 6 bis), the prolongation of the period of grace for 
the payment of fees for the maintenance of industrial property rights 
(art. 5 bis) and false indications of origin and unfair trading (art. 10 
and 10 bis). Some new subjects were also considered and adopted; 
for example, the importation of products infringing on a process patent 
(art. 5 quater), obligating countries to protect designs (art. 5 quin- 
quies), protection of service marks (art. 6 sexies), and protection of 
trademarks against unauthorized registration by an agent or repre- 
sentative of the proprietor (art. 6 septies). 

Provisions which were not adopted included the nonuse of trade- 
marks, the licensing of trademarks, the protection of famous marks, 
the patentability of chemical products, working of patents and certain 
—— of compulsory licensing. 

t was generally agreed that there was too little time and too much 
to do. Doubtless many provisions which were not adopted may have 
been approved at least in a modified form if there had been more time 
available to discuss them. Because of this circumstance, an admin- 
istrative Conference Committee was created which will meet during 
the interval before the next general Conference to consider questions 
relating to the protection and expansion of the union as well as pre- 
liminary work on desirable amendments. When the Conference next 
meets, the items which it will consider will have had a larger measure 
of preparatory work, including the concensus of views which will have 
been obtained prior to the meetings. 

It should not be forgotten that a quarter of a century has elapsed 
since the last revision of the convention. The interim period has been 
one of World War and marked uncertainty with resultant far reaching 
effects on the international industrial field. The delegates from the 
various nations approached the revision of this convention with under- 
standable caution. The revision of a law which will be basic for all 
countries is a difficult undertaking, especially when the issues exam- 
ined include the field of political economy and social efforts. It is 
therefore commendable with respect to such issues as the patentability 
of chemical products, as such, that while agreement could not be 
reached, the delegates nonetheless were able to translate their common 
desires and hopes into a resolution looking toward further study and 
containing the germ of future agreement. 

I hope, since the — of this convention are non-self-executing 
and Congress will be called upon to enact implementing legislation 

ie aid to the 


and appropriations, that this report will be of considerab 
future work of this committee. 

I cannot praise too highly the professional and many other services 
contributed by our Committee Counsel Cyril F. Brickfield, to the 
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successful accomplishments of our humble effort to advise and confer 
with the official members of the U.S. delegation. The Honorable 
Mr. Watson and his assistant, Mr. Frederico, together with all the 
other members of the delegation, are also to be complimented for 
their patience, persistence, thorough knowledge of the problems pre- 
oat, and the rational analytical treatment of subjects in debate. 
They gained the confidence and approval of the members of the 
convention on delicate issues and in matters, that under lesser per- 
sonalities, would have been rejected. The U.S. delegation merits the 
gratitude of the industry in the success of its major proposals in this 
pS ae field of operation. We were proud to be associated with 
them in our modest responsibilities to their great and important task. 

The constant vigilance and attendance of our distinguished U.S. 
Senator Alexander Wiley of Wisconsin, representing the Senate Judici- 
ary Committee, at all conferences and convention subcommittee meet- 
ings was commented upon by everyone. His agile mind and judicious 
analytical acuteness, together with a complete understanding and 
knowledge of the problems and subjects in this area, earned for him 
the enviable and authoritative recognition of the members of the 
convention. He is to be highly complimented for his contribution 
to the success enjoyed by the U.S. delegation. 
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PATENTS 


Patentability of chemical products. Proposed article 4 quater (not 
adopted) 

This suggested proposal would have obligated countries to grant 

tents for chemical products. It was strongly supported by the 

nited States. 

As a matter of interpretation, the term “chemical products” is 
understood in a broad sense as including all chemical products, no 
matter what their purpose or function may be. It covers foodstuffs 
as well as pharmaceuticals. The proposal as worded did not preclude 
the protection of processes. There was strong opposition to this 
proposal by some nine countries, principally because of the reluctance 
of those countries to grant patents on pharmaceutical products. 

While the seo ponal did not prevail, a resolution was adopted, 
however, recommending to the participating nations that the subject 
be studied with the possible view of making provision in their national 
law for the patentability of chemical products (Doc. No. 280 A; see 
appendix). 

Compulsory licensing of patents. Article 5A (partially adopted) 

The present text of the convention, article V in paragraphs 2, 3, and 
4 thereof, imposes certain conditions on the granting of compulsory 
licensing to prevent abuses which might result from the exercise of 
the sndnaies rights conferred by the patent; for example, failure to 
use. It also provides that a patent cannot be revoked unless the 
granting of the compulsory license was insufficient to prevent abuse 
and further it sets out a period of 3 years before a compulsory license 
could be applied for and a further period of 2 yeurs after the grant of 
the first compulsory license before revocation can be sought. These 
provisions were changed somewhat in substance at the time the pro- 

sal was finally adopted. Under the new language, each country 

as the right to adopt legislative measures providing for the granting 
of compulsory licenses to prevent abuses which result from the ex- 
clusive rights conferred by patents. In addition, where there is a 
failure to work the patent, the patent itself may be revoked where the 
granting of compulsory licenses would not have been sufficient to 
prevent the nonuse. No proceeding, however, for the revocation of 
such a patent can be instituted, under the new provisions, before the 
expiration of 2 years from the granting of the first compulsory license. 

Also, an application for a compulsory license may not be made on 
the ground of failure to work or nonuse before the expiration of a 
period of 4 years from the date of fil'ng of the patent application, or 3 

ears from the date of the grant of the patent, whichever period is 
onger. 


Right of priority; regularly filed application. Article 4A(3) (adopted) 
Article 4 provides for a right of priority based on a first application 
filed in another member country. A provision was adopted stating 
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that any formal filing with a country would be adequate to establish 
the date of application (art. 4A(3)) and that such right of priority 
shall be extended to a subsequent application under certain conditions 
if the first is withdrawn, abandoned or refused (art. 4C(4)). This 
provision was adopted. 


Disclosure of invention before applying for Patent. Proposed article 4J 
(not adopted) 


This provision would have permitted an invention to be disclosed 
before applying for a patent without losing the right to a patent. In 
the United States, disclosure of the invention by anybody and under 
any circumstances during the year preceding the filing of an applica- 
tion for patent does not defeat the right of a patent. This liberal 
provision was unacceptable to several countries because of different 
philosophies regarding patents and under the unanimity rule failed of 
adoption. 
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TRADEMARKS 


Concurrent use of trademark by several persons. Proposed article 5C(3) 
(not adopted) 


The U.S. delegation opposed this proposal as written. Present 
paragraph 3 provides that the concurrent use by “co-proprietors” of the 
same mark shall not prevent registration nor prejudice its protection. 
The proposed paragraph 3 would have provided that where certain 
specified relationships exist between the proprietor and other persons 
(such as contractual, financial and others) the use of the mark by 
such other persons would be considered as use by the proprietor. 
The American objection was based on the grounds that this expansion 
of the co-proprietor relationship went beyond the wording of present 
US. statutes. 


Industrial designs; proposed article 5 quater, now article & quinquies 
(adopted in part) 

This suggested provision would require the participating countries 
to adopt legislation protecting industrial designs and included some 
details. It was the subject of much discussion and only the broad 
proposition was adopted. In addition a general resolution was 
adopted accepting the invitation of other unions to meet for the pur- 
pose of working out means to insure the international protection of 
works of applied art, designs and models (Doc. No. 275A; see 
appendix). 


Right to registration without registration in home country. Article 6 
(adopted) 

The United States strongly supported this new article. It provides 
that a person shall be entitled to register his trademark in a member 
country if he satisfies the requirements of the laws of that country 
without regard to whether or not he has registered the mark in his 
home country. 

In view of article 2 of the convention that a national of one country 
is entitled to all the advantages that the law of a country grants to its 
own nationals, it logically follows that if a U.S. citizen applying for 
registration of his trademark in a particular member country satisfies 
all the requirements of the trademark law of that country applicable 
to its own nationals, he should be entitled to register his ft in that 
country, and the question of whether he had already obtained a regis- 
tration in the United States is wholly immaterial. Several countries 
presently require a home registration in all cases of applications to 
register a trademark by nationals of other countries. This will no 
longer be a requirement. 


Service marks. Article 6 sexies (adopted) 


The United States proposed this new article, which requires member 
countries to protect trademarks used for services in the same manner 
as trademarks used to designate goods. 


GENERAL PROVISIONS 


Compulsory jurisdiction of the International Court of Justice. Proposed . 
article 13 (bis) (not adopted) 

A proposal was made to confer on the International Court of Justice 
compulsory jurisdiction over disputes concerning the interpretation 
and application of the convention, if such disputes cannot be settled 
by means of negotiation or international means of conciliation. 

The U.S. delegation opposed this proposal on the general ground 
that there was no need for such an article. The convention, it argued, 
has been successfully in operation for 65 years without such provisions 
and amendments such as the one here proposed should only be made 
when positive need for the change is shown. No such need was ap- 
parent, in fact, it was pointed out, in technical fields such as are partic- 
ularly involved in the convention, the consultative method is prefer- 
able to a general system of compulsory adjudication. 


Finances of the Administrative Bureau under the convention. Article 
13(6) (not adopted) 

The present convention fixes the budget ceiling to maintain the 
Administrative Bureau of the Convention at 112,000 Swiss francs 
yearly (approximately $28,000) and further provides that only Con- 
ferences of Revision can change the amount of the funds so fixed. 
The U.S. delegation supported a resolution raising the ceiling to 
approximately 600,000 Swiss francs (approximately $150,000) and 
further proposed that administrative pone sence could be held from 
time to time as needed for the purposes of adjusting these expenses. 

The last time the ceiling was fixed was in 1934. Experience has 
shown that the cost of living has gone up since that time and that the 
convention’s activity and workload has increased, resulting in higher 
costs. While periods of 10 to 20 years has proved best suited for 
the technical provisions of the convention dealing with material rights, 
it is entirely inadequate for revision of financial provisions. 

Certain member countries urged that a unanimous decision could 
not be reached in this instance since East Germany was not invited to 
the Conference and therefore could not participate in voting for a 
change in the budget sum. (The financial article, art. 13(6), is the 
only provision in the convention which refers to unanimity. While 
the convention worked under a unanimity vote it was the result of a 
rule adopted at the convention, and should be distinguished from the 
provision in article 13(6) of the convention expressly requiring 
unanimity as to finances.) The U.S. delegation and West Germany 
resisted this argument taking the position that the Conference could 
reach decisions in the absence of East Germany. 

As a result of the impasse article 13(6) remained unchanged and 
the expenses of the Bureau remain at 112,000 Swiss frances. How- 
ever, a resolution was adopted which invites the member countries 
on their own volition to increase their contributions to the Adminis- 
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trative Bureau with a view to providing the Bureau with an annual 
sum. of 600,000 Swiss francs (Doc. No. 307A; see appendix). 


Languages of the convention. Articles 13(2) and 19 (adopted) 

Since the origin of the convention in 1883, French has been the 
sole language of the convention. During the intervening years, 
international practice with respect to treaty languages has undergone 
a considerable change. It is now the standard practice for inter- 
national treaties involving free world countries, to be signed not 
only in French but also in English and Spanish and the U.S. delegation 
supported a proposal which would make English and Spanish as well 
as French the official languages of the convention. 

This proposal ran into strong opposition by the German, Italian, 
and Portuguese delegations and as a result a compromise was reached 
providing that the French and English languages are to be used in 
performing administrative work and cosa 4 nglish, and Spanish 
are to be used at convention proceedings. A provision for an 
“official’’ English translation was adopted. 


Self-executing provisions. Article 17 (adopted) 

The U.S. delegation proposed a revision of this article, setting forth 
(1) that the provisions of the convention are not self-executing and 
(2) that, before ratification of the revised convention, each country 
was to amend its domestic laws so as to give effect to the convention’s 
provisions. 

This proposal was first opposed by several of the countries on the 
theory that international law generally considers treaties as self- 
executing, particularly if there is a provision within the treaty itself 
so stating. However, a provision was adopted whereby each country 
to the convention undertakes to adopt, in accordance with its own 
national laws, the measures necessary to insure the effectiveness of 
the convention. Further, each country’s national law will be so 
changed that at the time of ratification its law will be able to give 
effect to the terms of the convention. 


Signature and ratification of convention. Articles 18 and 19 (adopted) 
The Conference approved a revision of article 19 which provides 


that the convention, as revised, shall remain open for signature by the 
member countries until April Oi 1959, in order that the governments 


themselves may have a reasonable time to study its provisions. 


With regard to ratification, the new article 18 provides that instru- 
ments of ratification may be deposited at Bern, Switzerland, up to 
May 2, 1963. Prior to that time, if six countries ratify, the conven- 
tion will come into full force and effect as between the ratifying coun- 
tries 1 month following the deposit of the six ratifications and for 
countries ratifying later, 1 month after the notification of their 
ratification. 
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ITALIAN LAW AND PROCEDURE ON INDUSTRIAL 
INVENTIONS 


A tour was made of the Italian Patent Office, known as Ministry 
of Industry and Commerce, Central Bureau of Patents. Signor Max 
Angel, Chief Patent Examiner, and Signora Elemaria Massuchetti, 
Patent Examiner, discussed the functions of that office and the 
procedures which inventors must follow in applying for patents. 

The Central Bureau maintains a staff of approximately 18 to 20 
people. They process about 18,000 applications yearly. Unlike the 
American system, in which each application is thoroughly scrutinized 
as to novelty, utility, first inventor, prior art, abandonment, etc., the 
Italian system is one largely of registration. In other words, upon 
compliance with certain procedures and basic substantive require- 
ments, a patent is issued. Many of the problems that are dealt with 
at the Patent Office level in the United States are, therefore, left for 
remedy, in Italy, to the courts. 

Inventions and industrial models in Italy are governed by four 
royal decrees which were promulgated prior to World War II and by 
one general law relating to the extension of the terms of patents, 
enacted subsequent to World War II. They are Royal Decree No. 
1127 of June 29, 1939, as amended; Royal Decree No. 244 of Febru- 
ary 5, 1940, as amended; Royal Decree No. 1411 of August 25, 1940; 
and Royal Decree No. 1354 of October 31, 1941; and Public Law No. 
842 of October 10, 1950. There is also the Civil Code of 1942, sec- 
tions 2584-2591, which reflects the foregoing decrees in part and also 
contains procedural provisions. 

The Italian inventor acquires an exclusive right to his invention and 
may exploit it himself, sell or assign it. He has the right, as in the 
American system, to use it to the exclusion of others. If the inven- 
tion is a method or process and is directed toward obtaining a new in- 
dustrial product, the patent extends also to the product thus obtained. 
Any other product which is identical, unless there is strong evidence 
to the contrary, is presumed to be obtained by the method or process 
which has already been patented. 

An employer is entitled to be recognized as the inventor when the 
invention was made by an employee within the scope of his employ- 
ment. 

An application involving the issuance of a patent for an industrial 
invention is filed either at the Central Bureau of Patents in Rome or 
with one of the provincial offices of the Ministry of Commerce and 
Industry. Applications filed in the provinces are forwarded to the 
Central Bureau for processing. If one is dissatisfied with the findings 
of the Central Bureau of Patents either denying the application in 
whole or in part, or is a third party objecting to the issuance of such 
patent, he may appeal to the Secretary of the Commission for Appeals, 
which is a part of the Ministry of Commerce and Industry. 
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The Central Bureau of Patents, like our own Patent Office, publishes 
patents which are granted in “The Bulletin of Patents.” 

Patents are issued for 15 years, counting from the date when the 
patent is filed. Once issued, it may neither be removed nor have its 
duration extended. The only exception to this rule was in 1950, when 
certain patents were extended because of the events caused by World 
War II. This action was similar to that taken by the United States 
whereby veterans and their spouses were permitted extensions on 
patents whose exploitation was curtailed because of World War II. 

Actions involving industrial invention are considered as choses-in- 
action of a commercial nature. They are brought, as a rule, in a court 
of defendant’s domicile. The burden of proof is upon the party 
attacking the validity of the patent. Generally, under Italian law, 
a patent is null and void (1) when the invention does not comply with 
the requirements prescribed by law, for example, when it does not meet 
procedural requirements of the Patent Office; (2) when the patent was 
granted for an invention for which a patent already existed; (3) when 
the description of the invention does not include all the information 
necessary to satisfy an expert in order to put the invention into 
practice. 

The Italian patent officials pointed out that resort to the courts 
by patent holders for infringements has been exceedingly light—only 
about 1 percent of the patents issued are thereafter the subject of 
litigation. This fact, together with the registration method for issuing 
patents requiring a comparatively small number of personnel, makes 
the Italian patent system a most economical one to operate. 

In summary, it may be said that the Italian patent system has 
many desirable features. The registration type of system, as dis- 
tinguished from our own examination system, does not require large 
numbers of personnel or exhaustive searching. This saves time and 
effort which would otherwise be spent on patents which are never or 
only partially used or exploited. In addition, no abuse apparently 
results from ihis system, since less than 1 percent of the patents find 
their way into the courts. It also should be noted that while Italian 
examination is largely one of clerical effort, the facilities maintained 
permit exhaustive searching by applicants or their attorneys. 
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CITATIONS 


(1) MemBers or THE UNION For THE PROTECTION oF INDUSTRIAL PROPERTY 


The following is a list of countries which have adhered to the International 
Convention for the Protection of Industrial Property as revised at London in 
1934, as reported ays July 1, 1958, and to previous versions of the convention, 


the revision of The 


ague of 1925 and the revision of Washington of 1911. The 


original date is given and also the date of the adherence to the different versions. 
In some instances a country becoming independent or acquiring a separate status 
has continued previous adherence under a new name or under the new status; in 
such cases the original dates are still used. 


Country Original Washington, | The Hague, London, 
date 1911 1925 1934 
Aug. 5,1907 | Oct. 10,1925 | Feb. 12,1933 | June 2, 1958 
Norfolk Island and July 20,1936 
pe eae ee Jan. 1,1909 | May 1,1913 | June 1,1928 | July 19, 1947 
July’ 7,1884 | Aug. 8,1914 | July 27,1929 | Nov. 24, 
Sept. 1,1 Sept. 1,1923 | June 1,1928 | July 30, 1951 
June 10,1905 | June 20, 1913 29, 1952 
Oct. 5,1919 | Oct. 5,1919 | Mar. 3, 1933 
Denmark (including Faroe Islands) ---.----- Oct. 1,1 Aug. 30,1914 | Sept. 10,1937 | Aug. 1, 1938 
a (including Algeria and colonies) - - July 7,1884| May 1,1913 | Oct. 20,1930 | June 25,1 
Trinidad and Tobago- -..........---.--- May 14, 1908 | June 20,1913 | Oct. 21,1929 |___.._._______ 
Oct... 253924 | 2,1004 Nov. 27, 1953 
Hungary Jan. 1,1909 | May 1,1913 | May 16,1929 
Dec: 4,1925 | Dec. 4, 1925 May 14, 1958 
July 7,1 May 1,1913 | June 1,1938 | July 15,1955 
July 15, 1899 o._......| Jan. 1,1935 | Aug. 1,16 
Sept. 1,1924 | Sept. 1,1924 | Nov. 17,1930 | Sept. 30, 1947 
June 30,1 Jane 3, 1922 July 30,1945 
May 1,1913 | Jan. 16,1930 | July 14, 1955 
July 30,1917 | Oct. 20,1930 | Jan. 21,1941 
May 1,1913 | June 1,1928 | Aug. 8,1 
Surinam and Joly 1, 1800 Do. 
June 20, 1913 july. 1931 July 14, 1946 
Nov. 10,1919 | Nov. 22, 1931 
Portugal (including Azores and Madeira)...| July 7, 1884 | May 1,1913 | Nov. 17,1928 | Nov. 7, 1949 
July 7,1884| May 1,1913 June 1,1928 | Mar. 2, 1976 
July 1,1885 | Jan. 11,1917} July 1,1934 | July 1, 1953 
May 1,1913 | June 15, 1929 | Sept. 24, 1939 
Sept. 1, 1924 | Nov. 17,1930 | Sept. 30, 1947 
May 1,1913 | Oct. 20,1930 | Oct. 4, 1942 
Fe siantiitt\scabchtsimndindisensssauined Oct. 10,1925 | Aug. 21,1930 | June 27, 1957 
United States. ........... May 1,1913 | Mar. 6,1931 | Aug. 1, 1938 
do Oct. 20,1930 | June 25, 1939 
Yugoslavia. ...........- Feb. 26,1921 | Oct. 29,1928 
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Ceylon, Greece, Haiti, Lebanon, Tunis, Egypt, and Syria. 

Saudi Arabia, Ecuador, Iran, Iraq, Liberia, Panama, Vatican City, Vene- 
zuela, and Russia. 

International Labor Bureau. 

European Economie Community. 

Council of Europe. 

International Office of Grapes and Wine (O.1.V.). 

Food and Agriculture Organization ome 

Mon Diale de la Sante (O.M.S8.). 

UNESCO. 


International Organization for the Unification of Private Rights at Rome. 
International Bureau for the Convention for the Protection of Industrial 
Property (A.I.P.P.I.). 
International Literary and Artistic Association (A.L.A.I.). 
International Chamber of Commerce. 
“aso of the Society of Authors and Composers 
(C.1.8.A.C.). 
International Federation of Inventors Councils for Industrial Property 
International League Contre La Coneurrence Deloyal (L.I.C.C.D.). 
Manufacturers Union. 
Chamber of Commerce of Lisbon. 
Delegate: The Honorable Robert C. Watson, Commissioner of Patents, 
Patent Office, Department of Commerce. 
Advisers: 
Roger C. Dixon, Chief, International Business Practices Division, 
Department of State. 
Pasquale J. Federico, Examiner-in-Chief, Patent Office, Department 
of Commerce. 
Stephen P. Ladas, 10 Columbus Circle, New York, N.Y. 
Stanley D. Metzger, Assistant Legal Adviser for Economic Affairs, 
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APPENDIX 


CoNVENTION OF Paris, FOR THE PROTECTION OF INDUSTRIAL PROP- 
ERTY, OF Marcu 20, 1883, Revisep at BrusseLts oN DeceMBeER 14, 
1900, at WASHINGTON ON JUNE 2, 1911, at Toe Hacus on Novem- 
BER 6, 1925, at LONDON ON JUNE 2, 1934, anv aT LisBon on OcrTo- 
BER 31, 1958 

[Translation] 


Norte: The following material presents the text of the Convention as revised at Lisbon, so that 
the changes over the London 1934 revision can be determined. Using the text of the London revision as a 
basis, matter deleted from that text is enclosed in brackets, and new matter added by the Lisbon conference 


is in italics 
Article 1 


(1) The countries to which the present Convention applies con- 
stitute themselves into a Union for the protection of industrial prop- 
erty. ‘ 

2) The protection of industrial property is concerned with patents, 
utility mes industrial designs, trademarks, service marks, trade 
names, and indications of source or appellations of origin, and the 
repression of unfair competition. 

(3) Industrial property shall be understood in the broadest sense 
and shall apply not only to industry and commerce proper, but like- 
wise to agricultural and extractive industries and to all manufactured 
or natural products; for example, wines, grain, tobacco leaf, fruit, 
cattle, minerals, mineral waters, beer, flowers and flour. 

(4) The term “patents” shall include the various kind of industrial 
patents recognized by the laws of the countries of the Union, such as 
patents of importation, patents of improvement, patents and certifi- 
cates of addition, etc. 

Article 2 


(1) Nationals of each of the countries of the Union shall, as regards 
the protection of industrial property, enjoy in all the other countries 
of the Union the advantages that their respective laws now grant, 
or may hereafter grant, to their own nationals, without prejudice to 
the rights oneaiy provided by the present Convention. Conse- 
quently, they shall have the same protection as the latter, and the 
same legal remedy against any infringement of their rights, provided 
they observe the conditions and formalities imposed upon nationals, 

(2) However, no condition as to the possession of a domicile or 
establishment in the country where protection is claimed may be 
required of persons entitled to the benefits of the Union for the 
enjoyment of any industrial property rights. 

(3) The provisions of the laws of each of the countries of the Union 
relating to judicial and administrative procedure and competence, 
and to the choice of domicile or the designation of an agent, which 
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may be required by the laws on industrial property, are expressly 
reserved. 
Article 3 
Nationals of countries not forming part of the Union, who are 
domiciled or who have real and effective industrial or commercial 
establishments in the territory of one of the countries of the Union, 
are treated in the same manner as nationals of the countries of the 


Union. 
Article 4 


A.—(1) A person who has duly filed an application for a patent» 
or for the registration of a utility model, or of an industrial design, 
or of a trademark, in one of the countries of the Union, or his suc- 
cessors in title, shall enjoy, for the purpose of filing in the other 
countries, a right of priority during the periods hereinafter stated. 

(2) Every filing that is equivalent to a regular national filing 
under the domestic law of any country of the Union or under [inter- 
national] bilateral or multilateral treaties concluded between [several 
countries of the Union shall be recognized as giving rise to a right o 
priority. 

(3) By @ regular national filing is meant any filing that is 

adequate to establish the date on which the application was filed in the 
* country concerned, whatever may be the outcome of the application. 

B.—Consequently, the subsequent filing in any of the other coun- 
tries of the Union before the expiration of those periods shall not be 
invalidated through any acts accomplished in the interval, as, for 
instance, by another filing, by publication or exploitation of the in- 
vention, by the putting on sale of copies of the design or model, or 
by use of the mark, and these acts cannot give rise to any right of 
third parties, or of any personal possession. Rights acquired by third 

arties before the date of the first application which serves as the basis 
for the right of priority are reserved under the domestic legislation of 
each country of the Union. 

C.—(1) The above-mentioned periods of priority shall be twelve 
months for patents and utility models, and six months for industrial 
designs and for trademarks. 

(2) These periods shall start from the date of filing of the first 
application; the day of filing shall not be included in the period. 

(3) if the last day of the period is an official holiday, or a day 
when the Office is not open for the filing of applications in the country 
where anagram is claimed, the period shall be extended until the 

owing working day. 


first fo 

(4) A subsequent application for the same outiees as @ previous 
application filed in the same country of the Union shall be considered as 
a first application within the meaning of paragraph (2), the filing dat 

of which shall be the starting point of the period of priority, provided that, 
at the time of filing the subsequent i se the premowe application 
has been withdrawn, abandoned or refused, without being open to public 
inspection and without leaving any rights outstanding, and has not served 


as a basis for claiming a right of priority. The previous application may 

not thereafter serve as a basis for claiming a right of priority. 
D.—(1) Any person desiring to take advantage of the priority of a 
all be required to make a declaration indicating the 


previous 
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date of such filing and the country in which it was made. Each 
country will determine the latest permissible date for making such 
declaration. 

(2) These particulars shall be mentioned in the publications 
issued by the competent authority, and in particular in the patents and 
the specifications relating thereto. 

(3) The countries of the Union may require any person making 
a declaration of priority to produce a copy of the application (specifi- 
cation, drawings, etc.) previously filed. The copy, certified as cor- 
rect by the authority which received the application, shall not require 
any authentication, and may in any case be filed, without fee, at any 
time within three months of the filing of the subsequent application. 
They may require it to be accompanied by a certificate from the same 
authority — the date of filing, and by a translation. 

(4) No other formalities may be required for the declaration 
of priority at the time of filing the application. Each of the countries 
of the Union shall decide what consequences shall follow the omission 
of the formalities prescribed by the present Article, but such con- 
sequences shall in no case go beyond the loss of the right or priority. 

(5) Subsequently, further proof may be required. 

A person who avails himself of the priority of a previously filed 
application shall be required to specify the number of that application, 
pel shall be published under the conditions provided for by paragraph 

above. 

E.—(1) Where an industrial design is filed in a country by virtue 
of a right of priority based on the filing of a utility model, the period 
of priority shall be only that fixed for industrial designs. 

(2) Furthermore, it is permissible to file a utility model in a 
country by virtue of a right of priority based on the filing of a patent 
application, and vice versa. 

.—No country of the Union may refuse @ priority or an applica- 
tion for a patent on the ground that [it contains multiple priority 
claims] the applicant claims te priorities, even originating in 
different countries, or on the ground that an application claiming one 
or more priorities contains one or more elements that were not included 
in the original application or applications whose priority is_claimed, 
provided that, in both cases, there is unity of invention within the 
meaning of the law of the country. 

ath respect to the elements not included in the original applica- 
tion or applications whose priority is claimed, the filing of the later 
application shall give rise to a right of priority under the usual conditions. 

G.—(1) If examination reveals that an application for a patent 
contains more than one invention, the applicant may divide the appli- 
cation into a certain number of divisional applications and preserve 
as the date of each the date of the initial application, and the benefit 
of the of priority, if any. 

(2) The applicant may also, on his own initiative, divide a patent 
qppheanee while preserving as the date of each divisional application the 

of the initial application and the benefit of the right of priority, if 
any. Each country of the Union, shall have right to determine 
conditions under which such division shall be authorized. 

H.—Priority may not be refused on the ground that certain elements 
of the invention for which priority is claimed do not appear among 
the claims formulated in the application in the country of origin, 
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provided that the application documents as a whole specifically dis- 
close such elements. 
Article 4 bis 


(1) Patents applied for in the various countries of the Union by 
persons entitled to the benefits of the Union shall be independent of 
patents obtained for the same invention in other countries, whether 
members of the Union or not. 

(2) This provision is not to be understood in a restricted sense; in 
— it is to be understood to mean that patents applied for 

uring the period of priority are independent, both as regards the 
ounds for invalidation and for revocation as regards their normal 
uration. 

(3) The provision shall apply to all patents existing at the time 
when it comes into effect. 

(4) Similarly, it shall apply, in the case of the accession of new 
countries, to patents in existence on either side at the time of accession. 

(5) Patents obtained with the benefit of priority shall have in the 
various countries of the Union a duration equal to that which they 
would have had if they had been applied for or granted without the 
benefit of priority. 


Article 4 ter 
The inventor shall have the right to be mentioned as such in the 
patent. 
Article 4 quater 


The grant of a patent shall not be refused and a patent shall not be 
invalidated on the grownd that the sale of the patented product or of a 
product obtained by means of the patented process is subject to restric- 
tions or limitations resulting from the domestic law. 


Article 5 


A.—(1) The importation by the patentee into the country where 
the patent has been granted of articles manufactured in any of the 
countries of the Union shall not entail revocation of the patent. 

(2) [Nevertheless] Each country of the Union shall have 
the right to take [the necessary] legislative measures providing for 
the granting of compulsory licenses to prevent the abuses which might 
result from the exercise of the exclusive rights conferred by the patent, 
for example failure to work. 

(3) [These measures shall not provide for revocation of the 
patent unless the grant of compulsory licences is insufficient to pre- 
vent such abuse 

Revocation of the patent shall not be provided for except in 
cases where the granting of compulsory licences would not have been 
sufficient to prevent. such abuses. No proceeding for the cancellation or 
revocation fa patent may be instituted before the expiration of two 
years from the granting of the first compulsory licence. ; 

? (4) [In any case, an application for the grant of a compulsory 
license may not be made before the expiration of three years from the 
date of the grant of the patent, and this license may be ‘granted onl 
‘if the patentee fails to justify himself by legitimate reasons. No 
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proceedings for the cancellation or revocation of a patent may be 
instituted before the expiration of two years from the granting of the 
first compulsory licence.] 

An application 7 a compulsory licence may not be made on 
the ground of failure to work or insufficient working before the expiration 
of a period of four years from the date of filing of the patent application 
or three years from the date of the grant of the patent, whichever period 
last expires; it shall be refused if the patentee justifies his inaction by 
legitimate reasons. Such a compulsory licence shall be non-exclusive 
and shall not be transferrable, even in the form of the grant of a sub- 
precign, except with that part of the enterprise or good-will using such 
icence. 

(5) The foregoing provisions shall be applicable, mutatis 
mutandis, to utility models. 

B.—The protection of industrial designs shall not, under any 
circumstances, be liable to revocation either by reason of failure to 
work or by reason of the importation of articles corresponding to 
those which are protected. 

C.—(1) If, in any country, the use of a registered trademark is 
compulsory, the registration shall not be cancelled until after a 
reasonable period, and then only if the person concerned cannot 
justify his inaction. 

(2) The use of a trademark by the proprietor in a form differing 
in features which do not alter the distinctive character of the mark in 
the form in which it was registered in one of the countries of the Union, 
shall not entail invalidation of the registration and shall not diminish 
the protection granted to the mark. 

(3) The concurrent use of the same mark on identical or 
similar goods by industrial or commercial establishments considered 
as co-proprietors of the mark according to the provisions of the 
national law of the country where protection is claimed shall not 
prevent the registration or diminish in any way the protection granted 
to the mark in any country of the Union, provided the use does not 
result in misleading the public and is not contrary to the public 
interest. 

D.—No indication or mention of the a. of the utility model, 
of the registration of the trademark, or of the deposit of the industrial 
design shall be required upon the product as a condition of recognition 
of the right to protection. 

Article 5 bis 


(1) A period of grace of not less than [three] siz months shall be 
allowed for the payment of the prescribed fees for the maintenance of 
industrial property rights, subject to the payment of a surcharge, if 
the domestic law so provides. 

(2) [In the case of patents, the countries of the Union further under- 
take, either to increase the period of grace to not less than six months, 
or to provide for the restoration of a patent which has lapsed by reason 
of the nonpayment of fees, such measures being subject to the condi- 
tions prescribed by the domestic legislation.] 

The countries of the Union shall have the right to provide for the 
restoration of patents which have lapsed by reason of non-payment of fees. 
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Article 5 ter 


In each of the countries of the Union the following shall not be con- 

sidered as infringements of the rights of a patentee: 

1. The use on board vessels of other countries of the Union of de- 
vices forming the subject of his patent in the body of the vessel, 
in the machinery, tackle, gear and other accessories, when such 
vessels temporarily or accidentally enter the waters of a country, 
provided that such devices are used there exclusively for the 
needs of the vessel. 

2. The use of devices forming the subject of the patent in the con- 
struction or operation of aircraft or land vehicles of other coun- 
tries of the Union, or of accessories to such aircraft or land ve- 
hicles, when those aircraft or land vehicles temporarily or ac- 
cidentally enter the country. 


Article 5 quater 


When a product is imported into a country of the Union where there 
exists a patent protecting a process of manufacture of the said product, the 
patentee shall have all the rights, with regard to the imported product, as 
are accorded to him by the domestic law of the country of importation, on 
the basis of the process patent, with respect to products manufactured in 
that country. 

Article 5 quinquies 


Industrial designs shall be protected in all the countries of the Union. 


Article 6 


(1) The conditions for the filing and registration of trademarks shall 
be determined in each country of the Union by ats domestic law. 

(2) However, an application for the registration of a trademark filed 
by a national of a country of the Union in any country of the Union may 
not be refused nor may a registration be cancelled on the ground that 
jiling, registration or renewal has not been effected in the country of origin. 

(8) A mark duly registered in a country of the Union shall be regarded 
as independent of marks registered in the other countries of the Union, 
including the country of origin. 


Article 6 bis 


(1) The countries of the Union undertake, either administratively 
if their legislation so permits, or at the request of an interested party, 
to refuse or to cancel the registration and to prohibit the use of a 
trademark which constitutes a reproduction, imitation or translation 
liable to create confusion with a mark considered by the competent 
authority of the country of registration or use to be well-known in 
that country as being already the mark of a person entitled to the 
benefits of the present Convention and used for identical or similar 
goods. These provisions shall also apply when the essential part of 
the mark constitutes a reproduction of any such well-known mark or 
an imitation liable to create confusion therewith. ! 

(2) A period of at least oe years] five years from the date of 
registration shall be allowed for seeking the cancellation of such a 
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mark. [This period shall run from the date of registration of the 
mark.] The countries of the Union have the right to provide for a period 
within which the prohibition of use must be sought. 

(3) No time limit shall be fixed for seeking the cancellation or the 
prohibition of the use of marks registered or used in bad faith, 


Article 6 ter 


(1) a) The countries of the Union agree to refuse or to cancel the 
registration, and to prohibit by appropriate measures the use, without 
authorization by the competent authorities, either as trademarks or 
as elements of trademarks, of armorial bearings, flags and other State 
emblems of the countries of the Union, official signs and hall-marks 
indicating control or warranty adopted by them and all imitations 
thereof from a heraldic point of view. 

b) The provisions of sub-paragraph (a) of this paragraph apply 
equally to armorial bearings, flags and other emblems, abbrevations or 
titles of international intergovernmental organizations of which one or 
more countries of the Union are members, with the exception of armorial 
bearings, flags and other emblems, abbreviations or titles that are already 
the subject of existing international agreements intended to ensure their 
protection. 

c) No country of the Union shall be required to apply the pro- 
visions of sub-paragraph (b) of this paragraph to the prejudice of the 
owners of rights acquired in good faith before the entry into force, in that 
country, of the present Convention. The countries of the Union shall 
not be required to apply the said provisions when the use or registration 
covered by paragraph (a) is not of such a nature as to suggest to the public 
that a connection exists between the organization concerned and the armorial 
bearings, flags, emblems, abbreviations or titles, or if such use or registra- 
tion is clearly not of a nature to mislead the public as to the existence of a 
connection between the user and the organization. 

(2) The prohibition of the use of official signs and hall-marks 
indicating control or warranty shall apply solely in cases where the 
marks which contain them are intended to be used on goods of the 
sare or a similar kind. 

(3) a) For the application of these provisions the countries of the 
Union agree to communicate reciprocally, through the International 
Bureau, the list of state emblems and official signs and hall-marks 
indicating control or warranty which they desire, or may thereafter 
desire, to place wholly or within certain limits under the protection 
of the present Article and all subsequent modifications of this list. 
Each country of the Union shall in due course make available to the 
public the lists so communicated. 

However, this communication is not compulsory so far as the flags of 

provisions of sub-paragra of paragra 
abbreviations o titles of international intergovernmental organizations 


that the latter have communicated to the countries of the Union through 
the International Bureau. 

(4) Any country of the Union may, within a period of twelve 
months from the receipt of the communication, transmit through the 
International Bureau its objections, if any, to the country or inter- 
national intergovernmental organization concerned. 
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(5) In the case of State [emblems which are well known] flags, 
the measures prescribed by paragraph 1 shall apply solely to marks 
registered after November 6, 1925. 

(6) In the case of State emblems [which are not well known] other 
than flags, and of official signs and hall-marks of the countries of the 
Union and in the case of armorial bearings, flags and other emblems, 
abbreviations of titles of international intergovernmental organizations, 
these provisions shall be applicable only to marks registered more than 
two months after the receipt of the communication provided for in 
paragraph 3. 

(7) In cases of bad faith the countries shall have the right to cancel 
the registration of marks that contain State emblems, signs or hall- 
marks even though registered before November 6, 1925. 

(8) Nationals of each country who are authorized to make use of 
State emblems, signs or hall-marks of their country, may use them 
even though they are similar to those of another country. 

(9) The countries of the Union undertake to prohibit the unauthor- 
ized use in trade of the State armorial bearings of the other countries 
of the Union, when the use is of such a nature as to be misleading as 
to the origin of the goods. 

(10) The above provisions shall not prevent the countries from 
exercising the power given in paragraph (3) of Article 6 quinquies B, 
to refuse or to cancel the registration of marks containing, without 
authorization, the armorial bearings, flags, [decorations] and other 
State emblems or official signs or hall-marks adopted by a country of 
the Union as well as the distinctive signs of international Intergovern- 
mental organizations mentioned in paragraph (1) of this Article. 


Article 6 quater 


(1) When, in accordance with the law of a country of the Union, 
the assignment of a mark is valid only if it takes place at the same time 
as the transfer of the business or goodwill to which the mark belongs, 
it shall suffice for its validity in this respect if the portion of the busi- 
ness or goodwill situated in that country, together with the exclusive 
right to manufacture or sell in that country the goods bearing the 
mark assigned, is transferred to the assignee. 

(2) This provision does not impose upon the countries of the Union 
any obligation to regard as valid the assignment of any mark the use 
of which by the assignee would, in fact, be of such a nature as to mis- 
lead the public, particularly as regards the origin, nature or material 
qualities of the goods to which the mark is applied. 


Article 6 quinquies [Formerly Article 6] 


A.—(1) Every trademark duly registered in the country of origin 
shall be accepted for filing and protected in its original form in the 
other countries of the Union, subject. to the reservations indicated 
[below] in the present Article. These countries may, before proceeding 
to final registration, require the production of a certificate of regi 
tration in the country of origin, issued by the competent authority. 
No authentication shall be required for this certificate. 
antod (2) The country of the Union where the applicant has a real 

effective industrial or commercial establishment, or, if he has not 
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such an establishment within the Union, the Union country where he 
has his domicile, or if he has no domicile in the Union, the country of 
his nationality if he-is a national of a Union country, shall be con- 
sidered his country of origin. 

[B. (1) Nevertheless, registration of the following may be refused 

or cancelled: ] 

B.—Trademarks under the present Article may not be denied regis- 

tration or cancelled except in the following cases: 

1. [Marks which] When they aie of such a nature as to infringe 
nenie acquired by third parties in the country where protection 
is claimed; 

2. [Marks which] When they have no distinetive character, or 
consist exclusively of signs or indications which may serve in 
trade to designate the kind, quality, quantity, intended purpose, 
value, place of origin of the goods or time of production, or which 
have become customary in the current language or in the bona 
fide and established practices of the trade in the country where 
protection is sought. [In arriving at a decision as to the dis- 
tinctive character of a mark, all the circumstances of the case 
must be taken into account, particularly the length of time during 
which the mark has been in use;] 

3. [Marks which] When they are contrary to morality or public 
order and, in particular, [those] of such a nature as to deceive 
the public. It is understood that a mark may not be considered 
contrary to public order for the sole reason that it does not 
conform to a provision of the law relating to trademarks, except 
where such provision itself relates to Gallic order. 


The above is, however, subject to Article 10 bis. 


C.—(1) In determining whether a mark is eligible for protection, all 
the circumstances of the case must be taken into consideration, particularly 
the length of time the mark has been in use. 

(2) Registration of trademarks shall not be refused in the other 
countries of the Union for the sole reason that they differ from the 
marks protected in the country of origin only in respect of elements 
that do not alter their distinctive character and do not affect the 
identity of the marks in the form in which they are registered in the 
said country of origin. [Formerly Article 6B2.] 

D.—[{When a trademark has been duly registered in the country of 
origin and then in one or more of the other countries of the Union, 
each of these national marks shall be considered, from the date of its 
registration, as independent of the mark in the country of origin 
provided it conforms to the domestic legislation of the country of 
importation. ] 

No person may benefit from the provisions of the present Article 
unless the mark for which he claims protection is and remains registered 
in the country of origin. 

E.—However, in no case shall the renewal of the registration of a 
mark in the country of origin involve the obligation to renew the 
registration in the other Union countries where the mark has been 
registered. 

.—The benefit of priority shall be accorded to applications for the 
registration of marks filed within the period fixed by Article 4, even 
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when registration in the country of origin does not occur until after 
the expiration of such period. 


Article 6 sexies 


The countries of the Union undertake to protect service marks. They 
shall not be required to provide for the registration of such marks. 


Article 6 septies 


(1) If the agent or representative of the person who is the proprietor of 
a mark in one of the countries of the Union applies, without such pro- 

ietor’s authorization, for the registration of the mark in his own name 
an one or more Union countries, the proprietor shall be entitled to oppose 
the registration applied for or seek cancellation or, if the law of the country 
so allows, seek assignment in his favour of the said registration, unless 
such agent or representative justifies his action. 

(2) The proprietor of the mark shall, subject to the reservations of 
paragraph (1) above, be entitled to oppose the use of the mark by his agent 
or representative if he has not authorized such use. 

(3) Domestic laws may provide an equitable time limit within which 
he pear iiey of a mark must claim the rights provided for in the present 

rticle. 


Article 7 


The nature of the goods to which a trademark is to be applied shall 
in no case form an obstacle to the registration of the mark. 


Article 7 bis 


(1) The countries of the Union undertake to accept for filing and 
to protect collective marks belonging to associations the existence 
of which is not contrary to the law of the country of origin, even if 
such associations do not possess an industrial or commercial estab- 
lishment. 

(2) Each country shall be the judge of the particular conditions 
under which a collective mark shall be protected and may refuse 
protection if the mark is contrary to the public interest. 

(3) Nevertheless, the protection of these marks shall not be refused 
to any association the existence of which is not contrary to the law 
of the country of origin, on the ground that such association is not 
established in the country where protection is sought or is not con- 
stituted according to the law of the latter country. 


Article 8 


A trade name*shall be protected in all the countries of the Union 
without the necessity of filing or registration, whether or not it forms 
part of a trademark. 

Article 9 


(1) All goods illegally bearing a trademark or trade name shall be 
seized on importation into those countries of the Union where such 
mark or name has a right to legal protection. 
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(2) Seizure shall likewise be effected in the country where the mark 
or name was illegally applied or in the country into which the goods 
bearing it have been imported. 

(3) Seizure shall take place at the request either of the public 
prosecutor or of any other competent authority or of any interested 

arty, whether a natural or a juridical person, in conformity with the 
omestic law of each country. 

(4) The authorities shall not be bound to effect seizure in transit. 

(5) If the law of a country does not permit seizure on importation, 
such seizure shall be replaced by prohibition of importation or by 
seizure within such country. 

(6) If the law of a country permits neither seizure on importation 
nor prohibition of importation nor seizure within the country, then, 
until such time as the law is modified accordingly, these measures 
shall be replaced by the actions and remedies available in such cases 
to nationals under the law of such country. 


Article 10 


(1) The provisions of the preceding Article shall apply [to any 
goods which falsely bear as an indication of origin the name of a 
specified locality or country, when such indication is joined to a 
trade name of a fictitious character or used with fraudulent intent] 
in cases of direct or indirect use of a false indication of the origin of the 
product or the identity of the producer, manufacturer or trader. 

(2) Any producer, manufacturer, trader, whether a natural or 
juridical person, engaged in the production of, or trade in such goods 
and established either in the locality falsely indicated as the place 
of origin, in the district where the locality is situated, or in the coun- 
try falsely indicated, or in the country where the false indication of 
origin is used, shall in any case be deemed an interested party. 


Article 10 bis 


(1) The countries of the Union are bound to assure to persons 
entitled to the benefits of the Union effective protection against 
unfair competition. 

(2) Any act of competition contrary to honest practices in indus- 
trial or commercial matters constitutes an act of unfair competition. 

(3) The following in particular shall be prohibited: 

1. all acts of such a nature as to create confusion by any 
means whatever with the establishment, the goods, or the 
industrial or commercial activities of a competitor; 

2. false allegations in the course of trade which are of such a 
nature as to discredit the establishment, the goods, or the 
industrial or commercial activities of a competitor. 

3. Indications or allegations the use of which in the course of trade 
is liable to mislead the public as to the nature, the manufacturing 
process, the characteristics, the suitability for their purpose or 
the quantity of the goods. 
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Article 10 ter 


(1) The countries of the Union undertake to provide nationals of 
the other countries of the Union with appropriate legal remedies to 
repress effectively all the acts referred to in Articles 9, 10 and 10 bis. 

(2) They undertake, further, to provide measures to permit syndi- 
cates and associations which represent the industrialists, producers or 
traders concerned and the existence of which is not contrary to the 
laws of their country, to take action in the Courts or before the ad- 
ministrative authorities, with a view to the repression of the acts re- 
ferred to in Articles 9, 10 and 10 bis, in so far as the law of the country 
in which protection is claimed allows such action by the syndicates and 
associations of that country. 


Article 11 


(1) The countries of the Union shall in conformity with their do- 
mestic law, grant temporary protection to patentable inventions, util- 
ity models, industrial designs, and trademarks, in respect of goods 
exhibited at official, or officially recognized international exhibitions 
held in the territory of one of them. 

(2) This temporary protection shall not extend the periods provided 
by Article 4. If later the right of priority is invoked, each country 
may provide that the period shall start from the date of introduction 
of the goods into the exhibition. 

(3) Each country may require, as proof of the identity of the article 
exhibited and of the date of its introduction, such evidence as it con- 


siders necessary. 
icle 


(1) Each of the countries of the Union undertakes to establish a 
special government agency for industrial property and a central 
office for the communication to the public of patents, utility models, 
industrial designs, and trademarks. 

(2) This agency shall publish an official periodical journal. It shall 
publish regularly: 

(a) the names of the re sper of patents granted, with a 
brief description of the inventions patented; 
(b) reproductions of trademarks registered. 


Article 13 


(1) The international office established [at Berne] under the name 
International Bureau for the Protection of Industrial Property is 
oa i under the high authority of the Government of the Swiss 

onfederation, which regulates its organization and supervises its 
operation. 

(2) [The official language of the International Bureau is French.] 

a) The French and English languages shall be used by the 
International Bureau in performing the tasks provided for in paragraphs 
(3) and (&) of this Article. 

(b) conferences and meetings referred to in Article 14 shall 
be held in the French, English and Spanish languages. 


INTERNATIONAL PATENT AND TRADEMARK CONFERENCE 25 


(3) The International Bureau centralizes information of every kind 
relating to the protection of industrial property and compiles and 
ublishes it. It undertakes studies of general utility concerning the 
nion and edits, with the help of documents supplied to it by the 
various Administrations, a periodical journal [in French] dealing with 
questions relating to the aces of the Union. 

(4) The issues of this journal, as well as all the documents published 
by the International Bureau shall be distributed to the Administra- 
tions of the countries of the Union in proportion to the number of 
contributing units mentioned below. Additional copies as may be 
requested, either by the said Administrations or by companies or pri- 
vate persons, shall be paid for separately. 

(5) The International Bureau shall at all times hold itself at the 
service of the countries of the Union, to supply them with any special 
information they may need on questions relating to the international 
industrial property service. The Director of the International 
Bureau shall make an annual report on its operations, which shall be 
communicated to all the countries of the Union. 

(6) The ordinary expenses of the International Bureau shall be 
borne by the countries of the Union in common. Until further 
authorization is given, they must not exceed the sum of 120,000 Swiss 
francs per annum. This sum may be increased, when necessary, by a 
unanimous decision of one of the conferences provided for in Article 14, 

(7) Ordinary expenses do not include expenses relating to the 
work of conferences of plenipotentiaries or administrative conferences 
or those caused by special work or publications carried out in con- 
formity with the decisions of a conference. Such expenses, the 
annual total of which may not exceed 20,000 Swiss francs, shall be 
divided among the countries of the Union in proportion to their 
contributions towards the operation of the International Bureau in 
accordance with the provisions of paragraph (8) below. 

(8) To determine the contribution of each country to this total, the 
countries of the Union and those which may afterwards join the 
Union are divided into six classes, each contributing in the proportion 
of a certain number of units, namely: 


These coefficients are multiplied by the number of countries in each 
class, and the sum of the products thus obtained gives the number of 
units by which the total expenditure is to be divided. The quotient 
gives the amount of the unit of expense. 

(9) Each of the countries of the Union shall, at the time it becomes 
a member, designate the class in which it wishes to be placed. How- 
ever, any country of the Union may declare later that it desires to be 
placed in another class. 

(10) [The Government of the Swiss Confederation will superintend 
the expenses of the International Bureau, advance the necessary funds, 
and render an annual account, which will be communicated to all the 
other Governments.] 
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The Government of the Swiss Confederation will swpervise the ex- 
penditure and the accounts of the International Bureau and will advance 
the necessary funds. 

(11) The annual account rendered by the International Bureau shall 
be communicated to all the other Administrations. 


Article 14 


(1) The present Convention shall be submitted to periodical revision 
with a view to the introduction of amendments designed to improve 
the system of the Union. 

(2) For this purpose conferences shall be held successively in one of 
the countries of the Union between the delegates of the said countries. 

(3) The Administration of the country in which the conference is 
to be held shall make preparations for the work of the conference, with 
the assistance of the International Bureau. 

(4) The Director of the International Bureau shall be present at 
the meetings of the conferences, and take part in the discussions, but 
without the right of voting. 

(5) (a) During the interval between the Diplomatic Conferences of re- 
vision, Conferences of representatives of all the countries of the Union shall 
meet every three years in order to draw up a report on the foreseeable 
expenditures of International Bureau for each three-year period to 
come and to consider questions relating to the protection and development 
of the Union. 

(6) Furthermore, they may modify, by unanimous decision, the 
maximum annual amount of the expenditures of the International Bureau, 
provided they meet as a Conference of Plenipotentiaries of all the countries 
of the Union, convened by the Government of the Swiss Confederation. 

(c) Moreover, the Conferences provided for in paragraph (a) above 
may be convened between their three-yearly meetings by either the Director 
of the International Bureau of the Government of the Swiss Confederation. 


Article 15 


It is understood that the countries of the Union reserve the right 
to make separately between themselves special arrangements for the 
protection of industrial property, in so far as these arrangements do 
not contravene the provisions of the present Convention. 


Article 16 


(1) Countries which are not parties to the present Convention shall 
be permitted to accede to it at their request. 

(2) Any such accession shall be notified through diplomatic channels 
to the Government of the Swiss Confederation, and by it to all the 
other Governments. 

(3) Accession shall automatically entail acceptance of all the clauses 
and admission to all the advantages of the present Convention and 
shall take effect one month after the dispatch of the notification by 
the Government of the Swiss Confederation to the other countries of 
the Union, unless a subsequent date is indicated in the request for 
accession. 
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Article 16 bis 


(1) Any country 6f the Union may at any time notify in writing 
the Government of the Swiss Confederation that the present Conven- 
tion shall be applicable to all or part of its colonies, protectorates, 
territories under mandate or any other territories subject to its author- 
ity, or any territories under its sovereignty, and the Convention shall 
apply to all the territories named in the notification one month after 
the dispatch of the communication by the Government of the Swiss 
Confederation to the other countries of the Union unless a subsequent 
date is indicated in the notification. Failing such a notification, the 
Convention shall not apply to such territories. 

(2) Any country of the Union may at any time notify in writing 
the Government of the Swiss Confederation that the present Conven- 
tion shall cease to apply to all or part of the territories that have, 
formed the subject of a notification under the preceding paragraph, 
and the Convention shall cease to apply in the territories named in 
the notification twelve months after the receipt of the notification 
addressed to the Government of the Swiss Confederation. 

(3) All notifications sent to the Government of the Swiss Confed- 
eration in accordance with the provisions of paragraphs (1) and (2) 
of the present Article shall be communicated by that Government to 
all the countries of the Union. 


Article 17 


[The carrying out of the reciprocal engagements contained in the 
present Convention is, in so far as necessary, subject to the observ- 
ance of the formalities and rules established by the constitutional laws 
of those of the countries of the Union which are bound to procure their 
wea which they undertake to do with as little delay as pos- 
sible. 

Any country party to this Convention undertakes to adopt, in accord- 
ance with its constitution, the measures necessary to ensure the application 
of this Convention. 

It is understood that at the time an instrument of ratification or accession 
is deposited on behalf of a country, such ese will be in a position under 
its domestic law to give effect to the terms of this Convention. 


Article 17 bis 


(1) The Convention shall remain in force for an indefinite time, 
until the expiration of one year from the date of its denunciation. 

(2) Such denunciation shall be addressed to the Government of the 
Swiss Confederation. It shall affect only the country in whose name 
it is made, the Convention remaining in operation as regards the 
other countries of the Union. 
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Article 18 


(1) The present Act shall be ratified and the instruments of ratifi- 
cation deposited in [London] Bern not later than [July 1, 1938] May 
1, 1968. It shall come into force, between the countries in whose 
names it has been ratified, one month after that date. However, if 
before that date it is ratified in the name of at least six countries, it 
shall come into force between those countries one month after the de- 
posit of the sixth ratification has been notified to them by the Govern- 
ment of the Swiss Confederation, and for countries in whose names it 
is ratified at a later date, one month after the notification of each such 
ratification. 

(2) Countries in whose names no instrument of ratification has 
been deposited within the period referred to in the preceding para- 

aph shall be permitted to adhere under the terms of Article 16. 

(3) The present Act shall, as regards the relations between the coun- 
tries to which it applies, replace the Convention [of the Union] of 
Paris of 1883 and the subsequent acts of revision. 

(4) As regards the countries to which the present Act does not 
apply, but to which the Convention [of the Union] of Paris revised 
at [The Hague in 1925] London in 1934 applies, the latter shall re- 
main in force. 

(5) Similarly, as regards countries to which neither the present 
Act nor the Convention [of the Union] of Paris revised at [The 
Hague] London apply, the Convention [of the pe of Paris 
a at [Washington in 1911] The Hague in 19265 shall remain in 

orce. 

(6) Similarly, as regards countries to which neither the present Act 
nor the Convention of Paris revised at London, nor the Convention of 
Paris revised at The Hague apply, the Convention of Paris revised at 
Washington in 1911 shall remain wm force. 


Article 19 


(1) The present Act shall be signed in a single copy in the French 
language, which shall be deposited in the archives of the Government 
of the [United Kingdom of Great Britain and Northern Ireland} 
Swiss Confederation. A certified copy shall be forwarded by the latter 
to each of the Governments of the countries of the Union. 

(2) The present Act shall remain open for signature by the countries 
of the Union until April 30, 1959. 

(3) Official translations of the present Act shall be established in the 
English, German, Italian, Portuguese and Spanish languages. 

n witness whereof the undersigned Plenipotentiaries, after present- 
ing their full powers, have signed the present Act. 


Done at Lisbon on October 31, 1958. 


| 

| 


INTERNATIONAL PATENT AND TRADEMARK CONFERENCE 29 


ADDITIONAL RESOLUTIONS ADOPTED BY THE 
CONFERENCE 
Document No. 280 A Be 


Lisbon 
I 


PATENTABILITY OF CHEMICAL Propvucts 


Whereas, in order to promote technical progress, inventions must 
be protected to the greatest possible extent, 

The Conference recommends that the member countries of the 
Union study the possibility of providing, in their national legislations, 
for the protection by patents of new chemical products, independently 
of their manufacturing process, with such limitations and conditions 
as may seem advisable. 


Document No. 313 A 
Original: French 


CONSULTATIVE COMMITTEE 


The Conference while waiting the establishment of the bodies provided 
for in Article 14 (5) of the Convention, 
Decides: 

Every three years, on the convocation of the governments of the 
Swiss Confederation, a Consultative Committee composed of repre- 
sentatives of all the countries of the Union shall meet and draw up a 
report on the foreseeable expenditure of the Bureau for the next three- 
yearly period. 

Further, the Consultative Committee may be convened between 
such three-yearly meetings on the initiative either of the Director of 


the International Bureau or of the Government of the Swiss 
Confederation. 


Document No. 307 A 
Lisbon 
(corrected) 
III 


FINANCE 


The Conference 
Considering the financial situation of the International Bureau, 
Considering the urgency of remedying it, 


Invites 

The countries of the Union to raise their contribution, beginning on 
the Ist of January 1959, in order to bring the funds of the Interna- 
tional Bureau to the amount of 600,000.—Swiss francs annually. 
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Document No. 295 A 
Lisbon 
IV 


EXcHANGE OF PERIODICAL PUBLICATIONS OF THE NATIONAL 
ADMINISTRATIONS 


Resolution 
The Conference 
Recommends that the countries of the Union proceed to an exchange 
of their periodical publications and open negotiations with a view to 
arriving at the exchange, under conditions to be agreed upon, of 
printed descriptions of inventions and of patents granted. 


Document No. 281 A 
Lisbon 


RECOMMENDATION CONCERNING A SEARCH CENTRE FOR MARKS 


The Conference recommends that each country of the Union study 
by what means any person can, at his own request and with the help 
of Government bodies or pees organizations, be enabled to deter- 
mine whether a given mark is in danger of conflicting, in the case of 
certain specified goods, with a mark already registered in the country 
concerned. 


Document No. 310 A 


Lisbon 
VI 
Resolution 
REARRANGEMENT OF THE CONVENTION 


The Conference 

Having noted the proposal of the International Bureau for a re- 
arrangement of the text of the Convention of Paris, 

Considering that such a rearrangement is desirable, 

Approving in principle the system of rearrangement recommended 
for that purpose by the Bureau, . 

Invites the Bureau to resume the study of the question in order to 
draft a new text and submit it to the countries of the Union for possible 
comment, 

Recommends that this new text be studied as soon as possible at a 
Conference of the countries of the Union. 
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Document No. 275 A 


Lisbon 
Vil 
DrsigNs AND MopELs 
Resolution 


The Conference, having noted the Resolutions of the Permanent 
Committee of the International Union for the Protection of Literary 
and Artistic Works, and of the Intergovernmental Copyright Com- 
poets both of August 1958, relating to applied arts, designs and 
models, 

Considering that the Conventions of the International Unions for 
the Protection of Industrial Property and of Literary and Artistic 
Works and the Universal Copyright Paaitalions deal with the works 
of applied art, designs and models, and that better co-ordination 
between the provisions of these conventions would result in more 
effective protection in this field and possibly filling gaps and preventing 
overlapping, 

Considering that the possibilities of improving the present status of 
international protection could most effectively be explored by joint 
studies of the International Union for the Protection of Industrial 
Property, the Permanent Committee of the International Union for 
the Protection of Literary and Artistic Works, and the Intergovern- 
mental Copyright Committee, 

Accepts the invitation extended by the Permanent Committee of 
the International Union for the Protection of Literary and Aristic 
Works and the Intergovernmental Copyright Committee to the 
International Union for the Protection of Industrial Property to 

articipate, on an equal footing, in the studies and meetings envisaged 
or the purpose of ensuring the best means of international protection 
of works of applied art, designs and models. 

Invites the Director of the Bureau of the International Union for 
the Protection of Industrial Property to co-operate in the establish- 
ment and work of the contemplated study group for preparing a 
report on the above questions; it being understood that participation 
in the study group shall be open also to all persons designated by any 
member country of the International Union for the Protection of 
Industrial Property. 
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Document 275 bis A 
Lisbon 
Vill 


ARRANGEMENT OF THE Hacue 
Resolution 


The States party to the Arrangement of The Hague concerning the 
International deposit of industrial designs or sebihote, 

Considering the more drastic amendments than those at present 
contemplated are necessary to maintain the existing number of coun- 
tries party to this Arrangement and to allow other States to adhere, 

Considering that the proposals to this effect formulated by certain 
States at the present Conference make a fuller examination desirable 
particularly with regard to detailed methods of application, 

Considering that such examination could usefully take place within 
the existing framework of industrial property and could profit from 
the studies to be undertaken by the Study group provided for in th 
resolution of the Permanent Committee of the International Union 
for the Protection of Literary and Artistic Works and by the Inter- 
governmental Committee on Copyright at their meetings at Geneva 
(18-23 angen, 1958), without in any way delaying the study sug- 
gested in the preceding paragraph, 

Decide to ao oem the revision of the Arrangement of The Hague 
to a subsequent date, not later than 1960; 

Welcome the invitation issued on behalf of the Netherlands Govern- 
ment for a Conference for that purpose to meet in its country. 


